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STATEMENT OF JURISDICTION

It is humbly submitted that the appellant Vrindavan homes has approached theHon’ble Supreme Court of India invoking its civil appellate jurisdiction under Article 133 of the Constitution of India. The respondent submits to the same.
 The appellant Maha Surya Trust has approached the Hon’ble SupremeCourt invoking its civil appellate jurisdiction under Article 132 of the Constitution of India.The respondent submitsto the same.
















STATEMENT OF FACTS

1. Zoozle GmBH is a German multinational company headquartered at Berlin. It operates an internet search engine in the URL http://www.zoozle.com (hereinafter ‘the website’). When a user enters a query into the search tool box, the website generates an ‘organic search list’ of hyperlinks links that it deems most relevant to the query. These hyperlinks are of various 3rd party websites that contain the query or words similar to the query. The hyperlinks are highlighted in blue and are arranged in order of relevance. The order of relevance is determined by algorithms written into Zoozle’s source code and has no human interface in its determination.  When Zoozle GmBH first began operating the search engine in the year 2003, it was non-profit and relied solely on voluntary contributions from its users. In the year 2011, Zoozle GmBH developed a scheme of advertising through which businesses or persons may advertise on its search engine. This scheme of advertising was called ‘AdVerba’. A person who wishes to advertise on AdVerba, can buy ‘keywords’ of his choice through an online auction amongst prospective buyers. Keywords can be bought for specific regions only. A keyword is a word which when typed into the website’s search tool as a query, triggers in addition to the organic search list, results termed as ‘suggested posts’. The highest bidder for the keyword decides what web links to place in the suggested posts. The bidder usually places his own website’s link as the suggested post. The purchaser of the keyword can also place a small description below the actual link. The suggested posts appear above the ‘organic search list’ and are clearly distinguishable from the search list as they are shaded in a yellow color and the words “Sponsored Ads” appear alongside them.
2. Mr. Arvind Kejru Murgwala established a fast food restaurant called ‘Murgwala’s Best Butter Chicken’ (hereinafter MBBC) in Delhi in the year 1959 at Connaught Place. MBBC soon became a very popular restaurant amongst the people of Delhi. Today, the restaurant is a chain with over 25 outlets within Delhi.  Arvind Murgwala passed away in the year 1988 and a dispute broke out between his sons Arnob Murgwala and his younger brother Arnab Murgwala as to the division of assets. In the end it was agreed by the brothers that Arnob would have full ownership of MBBC and Arnab would have a couple of bungalows the father had left behind in Delhi. They accordingly entered into an agreement dated 1.1.1989 where Arnab relinquished all claims over MBBC and Arnob relinquished all rights and claims over the two properties. Accordingly, the business (MBBC) was taken over by Arnob in 1989. The Trade Mark that MBBC uses in the course of trade is reproduced in Annexure – I. Although this is the mark MBBC had been using since its inception in 1959, the mark was only registered by the Registrar of Trade Marks in the year 1993 on Arnob’s application.
3. In the year 2008, Arnob created a website for his business with the URL www.bestbutterchicken.com.This website allows prospective consumers to view the menu online and place orders for home delivery. Arnob also guaranteed that orders placed on his website would be delivered within 30 minutes or less and advertised extensively his business along with the website’s URL in mass media as well as hoardings in several places across the city.  The company’s financial statements for the Assessment Year 2012-13 recorded advertisement expenditure as Rs. 1, 00, 00,000.  Mr.  Arnab Murgwala moved to Kolkata in the year 1990.  He decided to start a restaurant of his own and found ‘Arnab’s Butter Chicken’ (ABC) in the year 1990. This restaurant too has a website of its own with the URL www.arnabbutterchicken.com   where customers can place orders for home delivery. ABC has been moderately successful commercially and operates 3 branches within Kolkata. In 2007, Arnab opened an outlet of ABC in Delhi at Karol Bagh and it runs with moderate success. Arnab obtained registration of the - The Trade Mark used by ABC in the year 2000. The mark is reproduced in Annexure – II.
4. In the year 2012, Arnab decided to use Zoozle’s AdVerba to advertise his website. He bid for and successfully purchased around 50 keywords including the words ‘Best’, ‘Tasty’, ‘Butter’, ‘Chicken’, ‘Murgwala’ and ‘Arnab’ for use within Delhi and Kolkata. He also bought misspelt versions of these keywords such as ‘Cchicken’, ‘Buter’ and ‘Arnob’ because internet users often tend to misspell search terms. As a result, when a user types these three words in combination into the Zoozle search bar, the search result page would contain a suggested post with the link to Arnab’s website (www.arnabbutterchicken.com)   placed above the organic search results. Arnab also added the description ‘Better than the Best Butter chicken’ under the link.
5. Arnob soon noticed this and felt that there was a chance that consumers who were searching for his website could be misled into the website of Arnab which was placed in the ‘Suggested Post’. He feared that once they enter the website of Arnab, they would just place an order there, thereby causing him a loss of custom. On 6.6.2012, he wrote to the head office of Zoozle GmBH at Berlin and asked them to remove the keywords Best, Butter and Chicken claiming that these were his registered trademarks and it was an infringement of the marks to sell them to Arnab as keywords. He attached a copy of his trade mark registration. In reply, Zoozle GmBH stated that one of the terms of their AdVerba agreement was that trademarks cannot be used as keywords and whenever a trade mark proprietor made a complaint that a Keyword being sold is a registered trade mark in a jurisdiction, Zoozle GmBH would, pursuant to their own investigation, suspend the use of the keyword. Subsequently though on 1.7.2012, Zoozle GmBH wrote to Arnob stating that in the opinion of their legal advisors, the keywords sold to Arnab were not the trademarks of Arnob as on their own these words are part of the commons of the English language and in any case Arnob’s mark has to be viewed as a whole and trade mark law offers no protection to parts of a mark.
6. Arnob approached the Delhi High Court in C.S. No. 343/ 2012 seeking permanent injunction restraining Zoozle GmBH from using the words contained in his trademark keywords and C.S. No. 344/2012 against Arnab Murgwala (1st Defendant) and Zoozle GmBH  (2nd  Defendant) claiming infringement of his trademark and action for passing off. He also claimed that as per the terms of the agreement of 1.1.1989, the mark ‘Murgwala’ and the goodwill associated with it belonged exclusively to him and the actions of the 1st  Defendant in using that keyword to advertise is an infringement of the trade mark.
7. In reply, the 1st defendant took the stand that the impugned keywords are only descriptive, generic or laudatory and that they ought not to have been registered as trade  marks  in  the  first  place  and  counter  sued  for  revocation  of  the  mark’s registration. The 1st defendant also stated that he had a right to trade in his own name and therefore the use of the keyword ‘Murgwala’ does not infringe the trade mark of the plaintiff.
8. The 2nd   defendant adopted the above arguments and also took the stand that it is merely a search engine and performs the function of a directory. They claimed that such use of the words were not ‘use in the course of trade’ and therefore no action for infringement arose.
9. The Delhi High Court heard both matters together and found in favour of the defendants through common judgment dated 15.1.2014. The plaintiffs appealed to the Division Bench of the Delhi High Court and the appeal was dismissed at the admission stage. The plaintiff-appellant then appealed to the Supreme Court of India. The SLP was admitted and the matter is listed for final hearing.





















STATEMENT OF ISSUES

1. Whether defendant no.1 be allowed relief of stay of proceedings under section 124 (1) (a) (ii) so as to initiate proceedings for revocation of registered trademark of the plaintiff?




2. Whether one registered proprietor can sue another registered proprietor for infringement of his trademark?





3. Whether descriptive, generic, laudatory and commonly used words can be protected as Trademarks? 




4. Whether parts of registered Trademark could be claimed for infringement and whether this ongoing suit is maintainable or not? 








SUMMARY OF ARGUMENTS
1. That defendant no.1 be allowed relief of stay of proceedings under   section   124 (1) (a) (ii) so as to initiate proceedings for rectification of registered trademark of the plaintiff. 
It is humbly put forth that The Trademarks act, 1999, under section 124 (1) (a) 
(ii) permits the defendant or the plaintiff to plead for a stay of the ongoing proceedings in case the defendant or the plaintiff pleads the invalidity of the trademark of the opposite party and allow the pleading party a time of 3 months from the date of framing of the issue in order to enable the party concerned to apply to the appellate board for rectification of the register. Section 124 (1) (a) (ii) clearly states that where in any suit for infringement of a trademark, the defendant pleads the registration of the plaintiff’s trademark is invalid the court trying the suit shall,
·  if any proceedings for rectifications of the register in relation to the plaintiff’s or defendant’s trademark are pending before the registrar or the appellate board, stay the suit pending the final disposal of such proceedings; or
· if no such proceedings are pending and the court is satisfied with the fact that the plea regarding the invalidity of registration of the plaintiff’s or the defendant’s trademark is prima facie tenable, raise an issue regarding the same and adjourn the case for a period of 3 months from the date of framing of the issue in order to enable the party concerned to apply to the appellate board for rectification of the register.
In the present case the plaintiff has sued the defendants for the infringement of his trademark and on the contrary, the defendant no.1 pleads that the registration of the plaintiff’s trademark is invalid (the defendant no.1 has counter sued the plaintiff for revocation of the mark’s registration.) Hence, in the instant case the situation or the case facts are quite similar and section 124 (1) (a) (ii) is validly applicable. 
Therefore the defendants request this honourable court to allow the relief of stay of proceedings under   section   124 (1) (a) (ii) so as to initiate proceedings for rectification of registered trademark of the plaintiff. 



2. That one registered proprietor cannot sue another registered proprietor for infringement of trademark. 
It is humbly submitted that Section 28 (3) of The Trademarks Act, 1999, expressly states that no registered proprietor can file an infringement action against another registered proprietor despite the fact that the marks are identical or nearly resemble each other. Both parties will enjoy their rights on their own individual axis, as if he were the sole registered proprietor. A registered proprietor is protected from an infringement action only to the extent to which the right of the use of the trademark is given by a registration. 
Section 28 (3) protects the proprietary rights of both the plaintiff as well as the defendant. They would be entitled to take action against anyone if the trademark is infringed, but neither the plaintiff nor the defendant are entitled to take action against each other because both of them are registered proprietors of identical or nearly similar trademark.
 In the instant case the plaintiff as well as the defendant are both registered proprietors and the nature of their business is same, hence section 28 (3) is validly applicable in this case and hence the plaintiff in this case cannot sue the defendant for infringement of trademark as per section 28 (3). 















3. That descriptive, generic, laudatory and commonly used words cannot be protected as Trademarks and no infringement can be claimed. 
It is humbly submitted that the terms which are merely descriptive of the nature of the business or the characteristic of the products produced or the terms which are very commonly and frequently used cannot be protected as trademarks because no one has an exclusive right over use of such terms and hence no infringement can be claimed. 
In the present matter the plaintiff who got his business trademarked as “Murgwala’s best butter chicken” in the year 1989 has used descriptive and commonly used words of English language and is claiming compensation for infringement of the same.  But, according to the above mentioned principle the plaintiff’s trademark and his claim for infringement of the same is invalid.






















4. That the parts of registered Trademark cannot be claimed for infringement and this ongoing suit is not maintainable.
It is humbly submitted that the parts of a registered trademark cannot be claimed for infringement unless such parts are registered separately. In the instant case the plaintiff is claiming infringement of his trademark on the basis that the defendants are using certain words of his trademark. But these words are just a part of the plaintiff’s trademark as a whole and are not registered separately. Hence the plaintiff cannot claim for infringement of his trademark on these grounds.
According to Section 15(1) of The Trademarks Act, 1999 when a proprietor of a trademark claims to be entitled to the exclusive use of any part thereof separately, he needs to apply to register the whole and the part as separate trademarks. Section 15(2) further states that each separate trademark shall satisfy all the conditions applying to and have all the incidents of, an independent trade mark. It is also submitted that Section 17(1) clearly states that when a trade mark consists of several matters, its registration shall confer on the proprietor the exclusive right to use the trade mark taken as a whole. Also, Section 17(2) states that when a trademark:
a) Contains any part 
i) Which is not the subject of a separate application by the proprietor for registration as a trade mark: or 
ii) Which is not separately registered by the proprietor as a trade mark: or
b) Contain any matter which is common to the trade or is otherwise of a non-distinctive character.
The registration thereof shall not confer any exclusive right in the matter forming only a part of the whole of the trade mark so registered.
It is also very humbly submitted that the ongoing suit is not at all maintainable against both the defendants because the claims made by the plaintiff against the defendants stand null and void on the grounds that the plaintiff cannot claim action for passing off as the concept and principle on which passing off action is grounded is that “a man is not to sell his own goods under the pretence that they are the goods of another man”. In order to create a valid cause of action for passing off the following essentials are required:
· a misrepresentation,
· made by a trader in the course of trade,
· to prospective customers of his or ultimate customers of goods or services supplied by him which is calculated to injure the business or goodwill of another trader,
· which causes actual damage to a business or goodwill of the trader by whom the action is brought or in a quia timet action will do so. 
In the instant case none of the above mentioned essentials of passing off are present and hence there can be no claim for action for passing off.
Secondly and more importantly there is no question of infringement of the plaintiff’s trademark as already mentioned above no one can claim for infringement of parts of trademark unless and until such parts are separately registered and in this case the parts are not separately registered. Also there can be no infringement because there are certain essentials to be proved in action for infringement of trademark and they are as follows:
· The trademark should be registered in part A/B of the register as provided under section 28 of the TMM act.
· The person infringing the trademark should not be registered proprietor of the trademark or a registered user thereof using the same by way of permitted use.
· The person infringing the trademark should use a trademark which is identical with or deceptively similar to the registered trademark of the plaintiff in relation to any goods in respect of which the trademark is registered.
Out of these above mentioned essentials the plaintiff in the present case is unable to prove the 2nd and the 3rd essential hence there is no infringement.
Finally, the ongoing suit is also not maintainable as Issue no.1, 2 and 3 validly and appropriately support this argument and prove that this ongoing suit is just based on apprehensions and false allegations hence this suit is not at all maintainable.    




ARGUMENTS ADVANCED
1. Whether defendant no.1 be allowed relief of stay of proceedings under section 124 (1) (a) (ii) so as to initiate proceedings for revocation of registered trademark of the plaintiff?

A. It is humbly put forth that The Trademarks act, 1999, under section 124 (1) (a) (ii) permits the defendant or the plaintiff to plead for a stay of the ongoing proceedings in case the defendant or the plaintiff pleads the invalidity of the trademark of the opposite party and allow the pleading party a time of 3 months from the date of framing of the issue in order to enable the party concerned to apply to the appellate board for rectification of the register. 
B. Section 124 (1) (a) (ii) clearly states that where in any suit for infringement of a trademark, the defendant pleads the registration of the plaintiff’s trademark is invalid the court trying the suit shall,
·  if any proceedings for rectifications of the register in relation to the plaintiff’s or defendant’s trademark are pending before the registrar or the appellate board, stay the suit pending the final disposal of such proceedings; or
· if no such proceedings are pending and the court is satisfied with the fact that the plea regarding the invalidity of registration of the plaintiff’s or the defendant’s trademark is prima facie tenable, raise an issue regarding the same and adjourn the case for a period of 3 months from the date of framing of the issue in order to enable the party concerned to apply to the appellate board for rectification of the register.
C. In the present case the plaintiff has sued the defendants for the infringement of his trademark and on the contrary, the defendant no.1 pleads that the registration of the plaintiff’s trademark is invalid (the defendant no.1 has counter sued the plaintiff for revocation of the mark’s registration.) Hence, in the instant case the situation or the case facts are quite similar and section 124 (1) (a) (ii) is validly applicable. 

D. Therefore the defendants request this honorable court to allow the relief of stay of proceedings under   section   124 (1) (a) (ii) so as to initiate proceedings for rectification of registered trademark of the plaintiff. 
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2. Whether one registered proprietor can sue another registered proprietor for infringement of trademark? 

A. It is humbly submitted that according to Section 28 (3) of The Trademarks Act, 1999 expressly states that no registered proprietor can file an infringement action against another registered proprietor despite the fact that the marks are identical or nearly resemble each other. Both parties will enjoy their rights on their own individual axis, as if he were the sole registered proprietor. A registered proprietor is protected from an infringement action only to the extent to which the right of the use of the trademark is given by a registration. 

B. Section 28 (3) protects the proprietary rights of both the plaintiff as well as the defendant. They would be entitled to take action against anyone if the trademark is infringed, but neither the plaintiff nor the defendant are entitled to take action against each other because both of them are registered proprietors of identical or nearly similar trademark.  In the instant case the plaintiff as well as the defendant are both registered proprietors and deal in the same business hence section 28 (3) is validly applicable in this case and hence the plaintiff in this case cannot sue the defendant for infringement of trademark as per section 28 (3). 








3. Whether descriptive, generic, laudatory and commonly used words can be protected as Trademarks and whether any infringement for the same can be claimed? 

A. It is humbly submitted that the terms which are merely descriptive of the nature of the business or the characteristic of the products produced or the terms which are very commonly and frequently used cannot be protected as trademarks because no one has an exclusive right over use of such terms and hence no infringement can be claimed. 
In the present matter the plaintiff who got his business trademarked as “Murgwala’s best butter chicken” in the year 1989 has used descriptive and commonly used words of English language and is claiming compensation for infringement of the same.  But, according to the above mentioned principle the plaintiff’s trademark and his claim for infringement of the same is invalid.
B.  In Tarai Foods Ltd. v. Commissioner of Central Excise the honorable Supreme Court held that, the term “New Important Quick Frozen French Fries” cannot be said to be a trademark or brand name as it was merely descriptive of the nature and characteristic of the product.
C. It was also held in J.R. Kapoor v. Micronix India by the honorable Supreme Court that “the term Micro is descriptive of the products which were produced using a particular technology and it being a common word of English language, no one can claim exclusive use over it”. 
D. Hence, in the instant case the situation is similar where the plaintiff is using the terms “Best Butter Chicken” which are again merely descriptive of the nature and characteristic of the product and hence according to the above mentioned judgments of the honorable Supreme Court these terms cannot be protected as Trademarks. Therefore, the plaintiff cannot use such descriptive, generic, laudatory and commonly used words of English language as Trademark and is not entitled to any claim for infringement.

4. Whether the parts of registered Trademark can be claimed for infringement and whether this ongoing suit is maintainable or not?
A. It is humbly submitted that the parts of a registered trademark cannot be claimed for infringement unless such parts are registered separately. In the instant case the plaintiff is claiming infringement of his trademark on the basis that the defendants are using certain words of his trademark. But these words are just a part of the plaintiff’s trademark as a whole and are not registered separately. Hence the plaintiff cannot claim for infringement of his trademark on these grounds.
B. According to Section 15(1) of The Trademarks Act, 1999 when a proprietor of a trademark claims to be entitled to the exclusive use of any part thereof separately, he needs to apply to register the whole and the part as separate trademarks. Section 15(2) further states that each separate trademark shall satisfy all the conditions applying to and have all the incidents of, an independent trade mark. It is also submitted that Section 17(1) clearly states that when a trade mark consists of several matters, its registration shall confer on the proprietor the exclusive right to use the trade mark taken as a whole. Also, Section 17(2) states that when a trademark:
c) Contains any part 
iii) Which is not the subject of a separate application by the proprietor for registration as a trade mark: or 
iv) Which is not separately registered by the proprietor as a trade mark: or
d) Contain any matter which is common to the trade or is otherwise of a non-distinctive character.
The registration thereof shall not confer any exclusive right in the matter forming only a part of the whole of the trade mark so registered.
C. It is also very humbly submitted that the ongoing suit is not at all maintainable against both the defendants because the claims made by the plaintiff against the defendants stand null and void on the grounds that the plaintiff cannot claim action for passing off as the concept and principle on which passing off action is grounded is that “a man is not to sell his own goods under the pretence that they are the goods of another man”. In order to create a valid cause of action for passing off the following essentials are required:
· a misrepresentation,
· made by a trader in the course of trade,
· to prospective customers of his or ultimate customers of goods or services supplied by him which is calculated to injure the business or goodwill of another trader,
· which causes actual damage to a business or goodwill of the trader by whom the action is brought or in a quia timet action will do so. 
D. In the instant case none of the above mentioned essentials of passing off are present and hence there can be no claim for action for passing off.
Secondly and more importantly there is no question of infringement of the plaintiff’s trademark as already mentioned above no one can claim for infringement of parts of trademark unless and until such parts are separately registered and in this case the parts are not separately registered. Also there can be no infringement because there are certain essentials to be proved in action for infringement of trademark and they are as follows:
· The trademark should be registered in part A/B of the register as provided under section 28 of the TMM act.
· The person infringing the trademark should not be registered proprietor of the trademark or a registered user thereof using the same by way of permitted use.
· The person infringing the trademark should use a trademark which is identical with or deceptively similar to the registered trademark of the plaintiff in relation to any goods in respect of which the trademark is registered.
Out of these above mentioned essentials the plaintiff in the present case is unable to prove the 2nd and the 3rd essential hence there is no infringement.
E. Finally, the ongoing suit is also not maintainable as Issue no.1, 2 and 3 validly and appropriately support this argument and prove that this ongoing suit is just based on apprehensions and false allegations hence this suit is not at all maintainable.    
























PRAYER

It is humbly prayed that in light of the facts of the case, statutes referred, authorities cited and arguments advanced, this Hon’ble Supreme Court may be pleased to:

· Dismiss the appeal filed by the Maha Surya Trust and Vrindavan Homes along with Stakeholders.
· Pass any orders or judgements that the Hon'ble court may see fit in the interest of justice
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